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Detailed Office Action 

The communication dated 3/4/2009 has been entered and full considered. 
Claims 1, 2, 4, 5, and 7 have been amended. Claims 8-12 have been canceled. Claim 13 
is withdrawn. Claims 1-7 are currently under consideration. 

Claim Interpretation 

In the claims the applicant uses the term 'worm'. The term worm is not defined in the 
specification. The drawing shows a worm to be a screw type device. The definitions of worm 
which best define the term found in dictionary.com are: 

7, SCREW CONVEYOR. 

Bv a rotating cylinder or shaft, cut with one or more helical threads, that engages with 
and drives a worm wheel. 

Therefore based on the drawing and definitions the examiner has construed the term as a helical 
threaded screw device on a shaft. 
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Response to Arguments 

Claim objections- 

In light of claim cancellation the objection to claim 8 has been withdrawn. 
112 rejections- 

In light of amendment the 1 12 2 nd rejections have been withdraw. 

1 12 6 th paragraph claim interpretation- 
Examiner acknowledges the removal of 1 12 6 th language. 

Art rejections: 

Upon reconsideration it was determined that the primary reference, NILSSON, has a 
'teaching away' from the secondary reference when the reference stated that there should not be 
any 'curves' in the pipe [column 2 lines 14-21 and column 4 lines 28-30]. Therefore the 
examiner has withdrawn the rejections based on NILSSON. 

Arguments that remain pertinent in view of newly cited art: 

Applicant notes the separator taught by NILSSON is discussed in the background section. 

The background section only appears to deal with cyclones [see specification pg. 1, 
paragraphs 2 and 3]. 
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Applicant argues that STEBBINS is directed to an air classifier for separating heavy and 
lighter particles and that the apparatus is not directed to the separation of steam from pulp 
or steam from any solid manner. 

As these are apparatus claims the apparatus must only be capable of separating steam 
from fibers. An apparatus that separates gas and light particles from heavy particles would also 
be expected to separate steam which is also a gas from heavy particles. 

Further the examiner notes that the separation of steam and fibers is an intended use and 
that the prior art apparatus or components taught by the prior art apparatus need only meet the 
structural limitations. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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1 . Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
6,398,851 BOSE in view of U.S. Patent 4,427,336 LAKE, hereinafter LAKE. 

As for claim 1, BOSE discloses a separation apparatus (20) intended for use with engine 
air discharge [Figure 1]. An apparatus is defined by its structural limitations not by the 
apparatus' intended use. The separation apparatus has an inlet (24) arranged between a pair of 
short sides in the housing (22). The pipe (10) feeding the device is shown to be curved 
immediately prior to entering the separation device. The device works by centrifugal action 
[column 8 lines 23-2]. The heavy particles are fed to an outer layer and exit out through outlet 
(72 and E) while the lighter particles and gases arc fed into an inner layer and removed out an 
outlet of the device (61) [Figure 1]. BOSE discloses that the device has an impeller (33) along 
the shaft (42) of the device which assist in separating the light/heavy particles and gases [Figure 
1 and column 8 lines 18-30]. 

A worm is a type of impeller in a screw form however, not all impellers are worms. The 
applicant does not define the structure of the worm so the examiner has construed the term as a 
helical threaded screw device on a shaft. The device clearly has a shaft [column 8 lines 5-20]. 
The impeller is not necessarily a worm or helical. 

LAKE discloses the use of screw type impeller blades with a helical nature in centrifugal 
pumping [abstract, Figure 1]. At the time of the invention it would have been obvious to 
substitute a helical worm type impeller for the impeller of BOSE. The person of ordinary skill in 
the art would be motivated to do so because a helical type impeller does not 'rag' (clog) when 
impurities are introduced [column 1 lines 5-10 and 20-25]. As the intended use of BOSE 
introduces particulate matter into the separator device prevention of clogging in the device would 



Application/Control Number: 10/532,882 



Page 6 



Art Unit: 1791 

be a sought after improvement. As such the person of ordinary skill in the art would seek out 
impeller which would provide said improvement. 

As for claim 2, the speed/flow rate of the steam/fibers being fed to the apparatus of 
BOSE can be adjusted and the impeller speed of BOSE can be adjusted [column 9 lines 50-65], 
therefore the difference in velocity between the conduit and 'worm' can be minimized. 

As for claim 3, BOSE has a radially extending rear chamber to which an outlet (54) is 
connected for removing light gases and particles (or for the applicant's intended use steam). The 
outlet is shown to exit from the rear of the device though a pipe axially not from the radial of the 
device. However, immediately after exiting the pipe makes a 90 degree turn and is radial to the 
device. It would have been well within the skill of the art and obvious to have the pipe turn 
internal to the device such that the light particle/gas outlet from the device would be radial and 
not axial by way of routine engineering decisions. 

As for claims 4 and 5, BOSE shows that prior to the turn into the device the pipe (10) 
forms a 90 degree angle between the longitudinal extension of the device [Figure 1 ] 
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As for claim 6, BOSE discloses that tangential inlets increase separation efficiency 
[column 12 lines 55-60]. Therefore it would have been obvious to make inlet (24) tangential to 
the separation device. The person of ordinary skill in the art would be motivated to increase 
separation efficiency. 

As for claim 7, BOSE shows conduits entering and leaving the separation apparatus. It is 
not clear if these conduits are tubular, rectangular or quadratic. However, it is most likely that 
the pipes are tubular. In any case it would be obvious to try any one of tubular, quadratic, or 
rectangular conduit piping absent evidence of unexpected results. There are limited numbers of 
standard piping shapes in use including tubular and rectangular. The person of ordinary skill in 
the art would expect any shaped conduit to transfer particulate matter/gases. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANTHONY J. CALANDRA whose telephone number is (571) 
270-5124. The examiner can normally be reached on Monday through Thursday, 7:30 AM-5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on (571) 272-1 189. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Anthony J Calandra/ 
Examiner, Art Unit 1791 



/Eric Hug/ 

Primary Examiner, Art Unit 1791 



